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DETAILED ACTION 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claim 16,20, are rejected under 35 U.S.C. 102(b) as being anticipated by McQuade et al 
With regard to claim 16, 20, WO 02/061443 - inv. McQuade et al 
disclose an electrically conductive contact holder comprising: a supporting member 
(76,74) with an opening (54) formed therein; and an holder hole forming unit set (56) in the 
opening that includes a holder hole accommodating an electrically conductive contact 
electrically connected to an external connecting terminal provided on a to-be-contacted 
member, wherein 

any one (74a) of the supporting member and the holder hole forming unit has a coefficient of 
linear expansion higher than that of the to-be-contacted member , while the other (56) has a 
coefficient of linear expansion lower than that of the to-be-contacted member. 

Claim 12-14, 18, 21, 22 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Kazama. 

With regard to claim 12, Kazama (US 6,337572) discloses (Fig. 2) an electrically 
conductive contact holder comprising a supporting member (10), with a contacting surface 
corresponding to a terminal surface of a to-be-contacted member on which a plurality of external 
connecting terminals are arranged, a plurality of electrically conductive contacts (7,6) being 
arranged on the contacting surface to be electrically connected to the external connecting 
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terminals and accommodated in holder holes, wherein the supporting member includes a high 
thermal expansion supporting frame (1 0a) with a coefficient of linear expansion higher than that 
of the to-be-contacted member; and 

a low thermal expansion supporting frame (10b) that is arranged adjacent to the high thermal 
expansion supporting frame in a direction normal to the contacting surface, and has a coefficient 
of linear expansion lower than that of the to-be-contacted member, 
that the high thermal expansion supporting frame (81) and the low thermal expansion 
supporting frame (82) are formed so that a coefficient of linear expansion of the supporting 
member lower than that of the to-be-contacted member 

With regard to claim 13, Kazama discloses that thickness in the normal direction and the 
coefficient of linear expansion of each of the high thermal expansion supporting frame and the 
low thermal expansion supporting frame, corresponds to the coefficient of linear expansion of 
the to-be-contacted member. 

With regard to claim 14, Kazama discloses (Fig. 2) that the supporting member (11) is formed 
so that the distribution of the coefficient of linear expansion thereof is symmetrical about a 
midplane in the normal direction to the contacting surface. 

With regard to claim 18, Kazama discloses electrically conductive contact unit with a contacting 
surface opposed to a to-be-contacted member, the electrically conductive contact unit 
comprising: 

an electrically conductive contact (6,7) that is arranged on the contacting surface to be 
electrically connected to an external connecting terminal provided on the to-be-contacted 
member in use; 

a supporting member (10) that includes a high thermal expansion supporting frame (10b) with a 
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coefficient of linear expansion higher than that of the to-be-contacted member, and a low 
thermal expansion supporting frame (10c or 10a) that is arranged adjacent to the high thermal 
expansion supporting frame in a direction normal to the contacting surface and has a coefficient 
of linear expansion lower that that of the to-be-contacted member; and 
a circuit board (2) that is electrically connected to the electrically conductive contact and 
generates an electric signal supplied to the to-be-contacted member. 

With regard to claim 18, Kazama discloses that the high thermal expansion supporting frame 
and the low thermal expansion supporting frame are formed so that a coefficient of linear 
expansion of the supporting member, defined based on the thickness in the normal direction 
and the coefficient of linear expansion of each of the high thermal expansion supporting frame 
and the low thermal expansion supporting frame, corresponds to the coefficient of linear 
expansion of the to-be-contacted member, and that the distribution of the coefficient of linear 
expansion thereof is symmetrical about a midplane in the normal direction to the contacting 
surface. 

With regard to claim 21, Kazama discloses a supporting member (10) formed by stacking a 
plurality of plate members in layers and a holder hole forming unit set (9) in an opening formed 
in the supporting member, in which holder holes 

are formed in the holder hole forming unit to accommodate electrically conductive contacts (6,7) 
that are electrically connected to external connecting terminals provided on a to-be-contacted 
member, respectively, Kazama discloses the method comprising: 
forming openings in the respective plate members; 

forming the supporting member by joining the plurality of the plate members formed with the 
openings in the thickness direction; 

fixing the holder hole forming unit to the inner surface of the opening in the supporting member; 
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and forming the holder holes in the holder hole forming unit. 

With regard to claim 22, Kazama discloses the plate members are joined together by diffusion 
bonding (col. 5, lines 6-8), the holder hole forming unit is fixed by soldering (col. 5, lines 13-15), 
and the forming of the supporting member is performed simultaneously with the fixing. 



Claim 12, 14 are rejected under 35 U.S.C. 102(b) as being anticipated by Japanese 
Document 2002-139513 - inv. Kazama. 

With regard to claim 12, Japanese Document 2002-139513 - inv.Kazama disclose (Fig. 5-9) an 
electrically conductive contact holder comprising a supporting member (1 1 ), with a contacting 
surface corresponding to a terminal surface of a to-be-contacted member on which a plurality of 
external connecting terminals are arranged, a plurality of electrically conductive contacts (3, 4) 
being arranged on the contacting surface to be electrically connected to the external connecting 
terminals and accommodated in holder holes, wherein the supporting member includes a high 
thermal expansion supporting frame (8) with a coefficient of linear expansion higher than that of 
the to-be-contacted member; and 

a low thermal expansion supporting frame (1a, 1b) that is arranged adjacent to the high thermal 
expansion supporting frame in a direction normal to the contacting surface, and has a coefficient 
of linear expansion lower than that of the to-be-contacted member. 

With regard to claim 14, Japanese Document 2002-139513 - inv.Kazama disclose (Fig. 5-9) 
that the supporting member (11) is formed so that the distribution of the coefficient of linear 
expansion thereof is symmetrical about a midplane in the normal direction to the contacting 
surface. 
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With regard to claim 15, Japanese Document 2002-139513 - inv.Kazama disclose (Fig. 5-9) 
the supporting member further includes 

an opening )12) at a region where the electrically conductive contacts are arranged; and 

a holder hole forming unit (1 3) formed of a material that fills the opening to form the holder holes 

therein. 

With regard to claim 16, Japanese Document 2002-139513 - inv.Kazama disclose an 

electrically conductive contact holder comprising: a supporting member (1 1 ) with an opening 

(12) formed therein; and an holder hole forming unit set (13) in the opening that includes a 

holder hole accommodating an electrically conductive contact electrically connected to an 

external connecting terminal provided on a to-be-contacted member, wherein 

any one (8) of the supporting member and the holder hole forming unit has a coefficient of 

linear expansion higher than that of the to-be-contacted member , while the other (1 ) has a 

coefficient of linear expansion lower than that of the to-be-contacted member. 

With regard to claim 17, Japanese Document 2002-139513 - inv.Kazama disclose that the 

supporting member is formed of a plurality of plate members having different coefficients of 

linear expansion, which are stacked in layers in the thickness direction. 

With regard to claim 18, Japanese Document 2002-139513 - inv.Kazama disclose electrically 

conductive contact unit with a contacting surface opposed 

to a to-be-contacted member, the electrically conductive contact unit comprising: 

an electrically conductive contact (3,4) that is arranged on the contacting surface to be 

electrically connected to an external connecting terminal provided on the to-be-contacted 

member in use; 

a supporting member (11) that includes a high thermal expansion supporting frame (8) with a 
coefficient of linear expansion higher than that of the to-be-contacted member, and a low 



Application/Control Number: 10/584,616 Page 7 

Art Unit: 2833 

thermal expansion supporting frame (1 ) that is arranged adjacent to the high thermal expansion 
supporting frame in a direction normal to the contacting surface and has a coefficient of linear 
expansion lower that that of the to-be-contacted member; and 

a circuit board (5) that is electrically connected to the electrically conductive contact and 
generates an electric signal supplied to the to-be-contacted member. 

With regard to claim 20, Japanese Document 2002-139513 - inv.Kazama discloses electrically 
conductive contact unit with a contacting surface opposed to a to-be-contacted member, the 
electrically conductive contact unit comprising: 

electrically conductive contacts that are arranged on the contacting surface to be electrically 
connected to external connecting terminals provided on the to-be-contacted member, 
respectively, in use; 

a holder hole forming unit (13) where holder holes are formed to accommodate the electrically 
conductive contacts; 

a supporting member (1a, 1b) that supports the holder hole forming unit; and 

a circuit board that is electrically connected to the electrically conductive contacts and generates 

an electric signal supplied to the to-be-contacted member, wherein 

the holder hole forming unit and the supporting member are formed so that one thereof has a 
coefficient of linear expansion higher than that of the to-be-contacted member, while the other 
has a coefficient of linear expansion lower than that of the to-be-contacted member. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 



Application/Control Number: 10/584,616 Page 8 

Art Unit: 2833 

invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 13, 19 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kazama 

in view of Japanese Document 8-5664. 

Japanese Document 8-5664 discloses (section 0009) that the high thermal expansion 
supporting frame (81) and the low thermal expansion supporting frame (82) are formed so that a 
coefficient of linear expansion of the supporting member, defined based on the 
thickness in the normal direction and the coefficient of linear expansion of each of the high 
thermal expansion supporting frame and the low thermal expansion supporting frame, 
corresponds to the coefficient of linear expansion of the to-be-contacted member. 
Therefore, it would have been obvious to one having ordinary skill in the art at the time the 
invention was made to arrange the frame components , as taught by Japanese Document 8- 
5664, to match thermal coefficients of the inspection board and IC wafer. 

Response to Arguments 

Applicant's arguments filed 12/09/08 have been fully considered but they are not 
persuasive. 

Applicants argue that McQuade et al. fails to disclose that "any one 
of the supporting member and the holder hole forming unit has a coefficient of linear 
expansion higher than that of the to-be-contacted member, while the other has a 
coefficient of linear expansion lower than that of the to-be-contacted member, as recited 
in claim 16 of the instant application. 

However, the material and geometrical characteristics of the supporting member (laminated 
layers 74, 76) and the holder hole forming unit (13), formed of material filling the opening 
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hence they have different CTE. The thermal characteristics of the corresponding components 
are compared with that of a to-be contacted member which is not explicitly claimed as not being 
a part of the holder. Since requirements to and CTE of the to-be contacted member are not 
disclosed, quantitative thermal characteristic of an unspecified to-be contacted member 
would be between the respective characteristics of the holder's components. 



Also, regarding the rejection over , Kazama (US 6,337,572) Applicants argue that No CTE 
differences are disclosed for thin plate members 10a to 1 0f, and Kazama, therefore, fails to 
disclose adjacent supporting frames having higher and lower CTE's, respectively, than the to- 
be-contacted members, as recited in claims 12 and 18 of the instant application. 

However, it is clear that the upper layer 10a having a bonding agent on one side has a different 
thermal characteristics than that of layer 10b having a bonding agent on both sides. On the 
other hand, the thermal characteristics of the corresponding layers are compared with that of a 
to-be contacted member which is not explicitly claimed as not being a part of the holder. Since 
requirements to and CTE of the to-be contacted member are not disclosed, quantitative thermal 
characteristic of an unspecified to-be contacted member would be between the respective 
characteristics of the holder's components. 

Applicants argue that the layers 10a-10f are identical, since they are identically cross-hatched in 
drawings. A type of cross-hatching cannot be argument for identity of the elements. As it was 
shown above the layers additionally include the bonding agents which are not shown in 
drawings. Since that bonding agents are disposed differently for layers 1 0a and 1 0b, they have 
different CTE. 
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Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Alexander D. Gilman whose telephone number is 571 272-2004. The 
examiner can normally be reached on Monday-Friday, 10:30 a.m. - 8:00 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Renee S. Luebke can be reached on 571 272-2800 ext. 33. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Alexander D Gilman/ 
Primary Examiner 
Art Unit 2833 

8/28/09 

Also, regarding the rejection over , Kazama JP '2002-139513 the Applicants argue the the 
reference provided fails to disclose anything about coefficients of, thermal expansion, as recited 
in claims 12, 14-18 and 20 of the instant application. 

However, the material and geometrical characteristics of the element 1a, 1b and the element 6 
are different, , hence they have different CTE. The thermal characteristics of the corresponding 
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components are compared with that of a to-be contacted member which is not explicitly claimed 
as not being a part of the holder. Since requirements to and CTE of the to-be contacted member 
are not disclosed, quantitative thermal characteristic of an unspecified to-be contacted 
member would be between the respective characteristics of the holder's components. 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant 
is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 



